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SOEI News

A Yoshiki Hasegawa

The Ever-Increasing Importance of Practical IP Training

by Yoshiki Hasegawa , President

n increasing number of people are

passing the patent attorney exam in

Japan. The number of successful
applicants, which was less than a hundred
fifteen years ago, exceeded 700 in 2005,
and is expected to be around 800 in 2006
(Graph 1). This increase is due to the
Japanese government's policy of increasing
competition among patent attorneys by
drastically increasing the number of passers
of the examination.

But, under the current Japanese patent
attorney system, a person only needs to pass a
paper exam to be unconditionally registered
as a patent attorney. Unlike the compulsory
judicial training program that Japanese
lawyers must complete after they pass the bar
examination and before they can begin to
practice, the training program provided to
new Japanese patent attorneys is neither
compulsory nor satisfactory. As a result, there
are a number of "in-name-only" patent
attorneys who have never seen an actual
patent specification. It is doubtful whether
these new patent attorneys have the necessary
practical experience in obtaining intellectual
property rights, which is the core of a patent
attorney's work.

At Soei Patent & Law Firm, we believe patent
firms have a responsibility for training novice
patent attorneys in the core areas such as the
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preparation of specifications and prosecution
practice. In keeping with this philosophy,
Soei Patent & Law Firm has encouraged our
technical staff to attempt the patent attorney
exam since the foundation of the firm. In
order to develop our staff to its fullest
potential, Soei provides a unique practical
training program that is far more complete
and satisfying than those provided by other
Japanese patent firms.

We take pride in receiving praise from a
large number of major companies, both in
Japan and abroad, who have come to rely on
us to provide excellent IP-related services.
The increasing number of applications that we
file on behalf of our clients reflects their
positive assessment of our service. Last
spring, the Japan Patent Office published a
list of Japanese patent firms ranked by the
number of patent application filed in 2001,
2002 and 2003. Soei ranked higher and
higher year after year, going from 20th to 13th
place. Because we are representing more and
more clients and are filing more and more
cases, we hope to rank between 8th and 6th in
2006.

I consider it my life-long mission to make
Soei a top-level patent and law firm by
providing practical training to new patent
attorneys that enable these newcomers to
grow into competent professionals.
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Recent Revisions to the Japanese Patent Law

by Keiko lizuka

A Keiko lizuka

evisions to the Japanese Patent law
R have recently been published and are
outlined below. The date on which
these revisions will come into effect has not

yet been decided, but it will be no later than 1
April 2007.

Revisions to the Divisional Application Practice

Timing
Under the current law, applicant may file

divisional applications only when amendments

are allowed. Under the present law these
periods are

1) At any time prior to the due date for responding
to a first Notice of Reasons for Rejection

2) During the period between the issue date of a
subsequent Notice of Reasons for Rejection and
the due date for responding thereto.

3) Within 30 days following the date on which the
applicant files a Demand for a Trial Against the
Examiner's Decision to Reject the Application
(also commonly referred to as "Appeal Against
Final Rejection")

The revised law will establish two additional
periods during which an applicant may file a
divisional application. These new periods
are

4) Within a 30-day period following Final
Rejection. (Please note that this period will
occur prior to the period defined in 3),
above.

5) Within the period between a Decision to
Grant a Patent and the registration of the
patent. (Please note that this period cannot
be longer than 30 days.).

However, there is an important limitation on
these last two provisions: Applicants will not
be allowed to file divisional applications after
the examiner or the appeal board issues a
decision on the appeal.

As a result of these revisions, applicants will
no longer have to file an appeal after Final
Rejection only to obtain an opportunity to file
divisional applications.

Restrictions

Under the current law, if the examiner
determines that reasons for rejection exist in
an application, he will issue a Notice of
Reasons for Rejection against the application
even if same reasons for rejection have been
the subject of an earlier notice issued in a
related application (which may be the parent
or a divisional of the present application). This
practice has caused problems when some

applicants abused the divisional application system
by excessively extending the prosecution and
examination of claims.

Under the revised law if a Notice of Reasons
for Rejection has been issued against a first
application and the examiner finds that the
same reasons for rejection in a related
application (divisional or parent), a new
Notice will be issued to the related application.
This Notice, an Article 50bis Notice will
inform the applicant that the reasons for
rejection are same as the reasons for rejection
indicated in the Notice of Reasons for
Rejection issued against the first application.
Amendments to the application subject to an
Article 50bis Notice will be restricted in the
same way as amendments following a Final
Notice of Reasons for Rejection. That is,
amendments will be limited to

i. The cancellation of claims

ii. The restriction of claims (Only of all or

some of the matters necessary to define
the invention. Furthermore the industrial
applicability and the problem to be solved
must remain the same.)

iii. Correction of errors in the description
iv. Clarification of ambiguous description

(But limited to those matters mentioned in
the Notice.)
If amendments made in response to an Article
50bis Notice do not satisfy these restrictions,
the amendments will be rejected.

Revisions to the Amendment Practice

Under the current law, applicants are allowed
to make amendments that replace the claims
as originally filed with a new claim set even if
the new claims, when considered together
with the original claims, do not satisfy the
requirements for unity of invention. Amendments
of this type are called "shift amendments."

The revised law will require that each of the
claims after amendment satisfy the requirements
for unity of invention with the claims prior to
amendment that were indicated in the Notice
of Reasons for Rejection. As a result, it will no
longer be possible to replace a pre-amendment
claim set with a new claim set based only on
the disclosure in the specification if there is a
lack of unity between the pre- and post- claim
sets. Furthermore, when the pre-amendment
claim set includes a subset of claims that were
not substantially examined because the subset
fails to satisfy the requirements for unity of
invention, the JPO will not permit the replacement
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of the examined claims identified in the Notice
of Reason for Rejection with the unexamined
claim set.

Although revised law makes shift amendments
a reason for rejection, it does not make them a
reason for invalidation.

Revisions to the Foreign Language
Application System

When an applicant files an application in
foreign language (English is still the only

language accepted), the current law requires
the applicant to file the Japanese translation
within two months following the Japanese
filing date. Under the revised law, applicants
will be required to file the translation within
one year and two months following the priority
date or the Japanese filing date, whichever is
earlier.

Why File a Divisional Application Together with an Appeal Against Rejection?

by Junji Kashioka

A Junji Kashioka

hen the examiner issues a final
decision to reject a patent application
and the applicant wishes to continue

to try to obtain a patent on the application, the
only available procedure is to file an Appeal
Against Final Rejection before the JPO.
However, SOEI usually recommends the
applicant file a divisional application as well.
We make this recommendation because this
opportunity may well be the last.

As stipulated in Article 44(1) of the Japanese
patent law, a divisional application can be filed
within the time period in which amendments for
the parent application can be filed. Therefore,
once an Appeal Against Final Rejection has
been filed, the applicant has 30 days from the
filing date of the appeal in which to file
amendments and/or divisional applications
(Art. 17bis(1)(iv)).

If, during the appeal, the appeal examiners
issue a new Notice of Reasons for Rejection, the
applicant may have an additional opportunity to
file amendments and/or divisional applications.
However, in Japan, the probability of success on
appeal is currently decreasing. That is, the
probability that the trial examiners will uphold
the primary examiner's final decision to reject
the application without issuing a new Notice of
Reasons for Rejection is increasing, and, if they
do, the applicant will not have a second
opportunity to file a divisional application.

Furthermore, Art. 17bis(1)(iv) limits the
amendments that may be made to the claims on
appeal to the following:

a) The cancellation of the claim(s);

b) The restriction of the claim(s) (the field of
industrial applicability and the problem

to be solved must remain unchanged);

¢) The correction of errors in the description; or
d) The clarification of an ambiguous description
(only the ambiguous matters mentioned in the
Office Action).

These restrictions on amendments severely
limit the effective measures that may be used to
overcome the final decision to reject the
application.

Therefore, if the examiner rejects the
application and the applicant decides to appeal,
we recommend filing a divisional application
within the 30-day period following the filing date
of the appeal, especially when the applicant
wishes to obtain a patent for claims that were
rejected because they lack an inventive step or
novelty.
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Protection of Service Marks for Retail Service in Japan

by Tomoya Kurokawa

A Tomoya Kurokawa

1. Current practice and its problems
nlike the US and the EP, it is impossible to

I I designate "retail service" in service mark

applications under the current Japanese
practice. Because these retail service are considered
to be an adherent service (not an independent
service) in order to promote the sales of the goods,
compensation for this service is not viewed as being
paid directly to the service provider but as being
added to the price of the goods.

Consequently, retail business owners are forced
to obtain and maintain their service marks for all
the goods which they are selling to protect their
service marks effectively. Furthermore, even if
they have their service marks for all the goods,
displaying the marks on their shopping carts and
staff name tags, for example, is not use of the
marks on the designated goods. Therefore, they
are exposed to the risks for a cancellation trial for
non-use.

2. Amendments

To rectify these problems, the Diet passed
proposed amendments to the trademark law on
June 1, 2006 (published on June 7, 2006). They
will go into effect in due course.

After the amendments go into effect, it will be
possible to designate "provision of benefit to
customers in retail and wholesale business" when
filing service marks. Retailers will then be able to
protect their service marks for retail service
properly. More specifically, the following services,
for example, can be designated under the
amended law:

(1) Provision of benefit to customers by general
merchandise stores such as department stores,
convenient stores and mass-market discounters of
home appliance,

(2) Provision of benefit to customers by boutiques
such as shoe shops, bookstores and green grocers,
(3) Provision of benefit to customers by mail-
order houses and internet retailing businesses.

3. Effective date

Although the date on which the law will come
into force has not yet been decided, it will be no
later than June 7, 2007. Nonetheless it is widely
predicted that it will probably be April 1, 2007.

4. Transitional measure
(1) Adjudication between newly registered service
marks and service marks already in use

Service marks which have been in use for retail
services without unfair competitive intent before
the effective date can continue to be used within
the same scope of business as of the effective date
regardless of other registered service marks
designating retail service. Moreover, if the service
mark is widely known to consumers, the service
mark can be used with an expanded scope of
business after the effective date.
(2) Adjudication among newly filed service mark
applications

All applications filed within three months of the
effective date designating retail service will be
treated as having identical filing dates with
respect to the retail service designation. However,
due to the large number of applications being
examined together, it is likely that several marks
will be found to be similar to one another. In this
case, the examiner will initiate consultations to
determine which applicant should obtain the
registration, as set out in Article 8 (4). If only one
applicant can provide proof that the pending
service mark has been used in retail service
without unfair competitive intent prior to the
effective date, that applicant shall obtain the
registration. However, if two or more applicants
can successfully provide proof, all these applicants
can obtain registration. If none of the applicants
has been able to provide proof, only one applicant
will be selected. The successful applicant will be
determined by mutual agreement among the
applicants, or, if no agreement can be reached, by
lot as provided by Article 8 (5).

5. Our comments

Firstly, if you intend to file an application, it is
advisable to file applications for service mark for
retail service within three months of the effective
date, because you can enjoy having the earliest
filing date in terms of the designation of retail
service.

Secondly, it is advisable to start using the service
mark in Japan before the effective date so that you
can continue to use the service mark regardless of
other registered service marks designating retail
service.
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